MAE V. MAY
Priority 


Mae West. Inc. (MWI) has a viable claim for common law priority use of the MAE WEST mark. Vachon may argue that any use of the mark by MWI since they acquired the actress’ IP rights has been “token use” (Proctor & Gamble). In choosing not to exploit the West’s persona, MWI has seemingly weakened their hold over the mark, since licensing has been occasional and sporadic. Nominal, sporadic use is insufficient to constitute “bona fide use in commerce” to maintain trademark rights (P&G). However, P&G included a caveat that we must determine whether use is nominal on a case-by-case basis. Here, MWI can reasonably argue that their use is not token because of the nature of the particular industry and mark. As a famous name mark is not the type we would expect to be licensed weekly, monthly or even yearly (unlike tampons and mouthwash), perhaps use every few years is “active use” under the circumstances. Furthermore, unlike P&G, there is no evidence that MWI has engaged in such use simply to maintain their trademark.
Vachon will also argue that even if MWI had common law rights to the mark in the past, they have abandoned it. Under Lanham Act §45, abandonment may occur when a mark’s use has been discontinued with “intent not to resume”; such intent may be presumed from the circumstances, and nonuse for three consecutive years is prima facie evidence of abandonment. Vachon will claim MWI’s “use” has been largely in documentaries and that such activity is noncommercial use insufficient to rekindle an association between the mark and its (prior) source (Silverman). This can be disputed. First, the dates of MWI’s uses are unknown, so Vachon lacks evidence for a prima facie case. Thus, Vachon must show that MWI discontinued their use with “intent not to resume in the reasonably foreseeable future” (Silverman). In Silverman, the TV show halted because it was racist and thus the relevant intent could be inferred. However, nothing has changed about the nature or relevance of MWI’s mark that would indicate such intent. The ITU application further disproves such intent.  Silverman was a pure infringement action, whereas here, MWI is actively trying to use their mark. Furthermore, it seems that licensing MAE WEST for documentaries is different than licensing “Amos ‘n Andy,” as the value of the MAE WEST mark, as with any deceased famous person’s mark, inheres in the actress’ life and persona and licensing that mark for documentaries seems central value of that mark. Distinguished this way, MWI may succeed in disproving abandonment. 

If successful, these arguments establish MWI’s priority use. If MWI never had common law priority or abandoned their mark, MWI must demonstrate priority on other grounds.
Vachon’s marketing and advertisement in Canada between 1979-1990s is irrelevant, as it took place outside of the US (Congress cannot regulate it and it is thus not “use in commerce” under Lanham). However, Vachon’s activities on March 30, 2012 pose a problem. On that day, Vachon sent a box of samples products to 10 potential wholesale distributers, asking for a meeting to discuss whether they would represent Vachon in the US. First, if the samples sent did not bear the MAY WEST mark, then, as with the label-less fall line Farrah showed to its sales personnel, this would not constitute “use” of the mark (Blue Bell). Assuming the samples did bear the mark, Vachon will argue that the shipment constituted use sufficient to establish common law priority. MWI might argue that this activity did not place the goods on the market and was therefore not “use in commerce” (Blue Bell) because the shipments were not goods to be bought and sold, but simply samples to entice wholesalers to engage in business. However, Vachon will likely respond that unlike the internal shipment in Blue Bell, here the mark was used as an indicator of source to intended customers (wholesalers). Furthermore, even if the shipments were just promotional activity, under the analogous use doctrine we will reach back in time to such activities to establish a priority/constructive use date if they occur within a reasonable time before actual sales (Maryland Stadium Authority). As Vachon applied for an ITU weeks after the shipment, they apparently plan to render services shortly (and unlike Impressa, it is rumored that Vachon has a real plan to offer services in the US). However, sending one box to 10 distributors is arguably token use insufficient to constitute either actual or constructive use (P&G). 
If Vachon has priority based on the above, then when MWI files their affidavit of use, MWI will have nationwide priority dating back to April 4, subject to Vachon’s rights in NY and New England (limited area exception). If not, MWI has priority, as it filed its ITU 11 days prior to Vachon’s. I would advise MWI to immediately engage in extensive marketing, promotion, and advertisement of their products, publicizing its intentions to conduct business specifically in the US, and engage in actual sales ASAP, so as to demonstrate use in commerce on their affidavit of use within six months of receiving their notice of allowance. If they fail to do so, Vachon will immediately attempt to establish use in connection with their ITU.

Opposition to registration:
While MWI cannot avail itself of Lanham Act §2(c) since it only bars registration of marks identifying living individuals, they should oppose Vachon’s registration under Lanham Act §2(a), an absolute bar to registering marks which falsely suggest a connection to persons, living or dead (even absent a protectable trademark). Due to West’s fame as an actress, writer and sex symbol (evidenced by AFI’s naming her the 15th most important female actress ever), Vachon’s product bearing the mark MAY WEST, so similar to MAE WEST in spelling and identical in sound, constitutes a false association. This seems especially likely here, where the name is arbitrary in relation to the product (baked goods), and where the image on packaging looks strikingly similar to iconic portraits of West. Under In re White, this claim would succeed: (1) the mark is a “close approximation” of West’s name (word mark) and identity (picture mark), (2) it would be recognized as such and unmistakably points to West, (3) West has no connection to Vachon’s activities, and (4) West’s fame, when used in this way, implies a connection to West. 
MWI can also bring a §2(d) claim based on confusion as the common law senior mark holder. This analysis is essentially the same as an infringement action based on LOC, and I address them together below. 
Infringement 
An action for trademark infringement may be brought under §43 (unregistered rights) or §32 (registered rights), and is based on the likelihood of confusion. We will use the Polaroid factors. [We will examine the pre-sale products, because this is how they will be encountered in the marketplace (Munsingwear.)]

1. Strength - MAE WEST seems arbitrary in relation to chocolate and, at a minimum, is suggestive (using some mental gymnastics, this mark on chocolate may evoke ideas about: an empowered woman choosing whether she will eat dessert, enjoying life, trying everything, doing what you want, being dangerous, sexy, and uncensored, etc.). Either way, the mark has strong theoretical strength. Market strength is inapplicable, as neither company has sold their products to the public yet.

2. Similarity - The marks sound identical. In sight, they are identical except for one letter. While the marks are composites, they are full names and therefore the parts cannot be separated and both are dominant (Gallo). They are also identical in meaning – MAE WEST invokes the actress, and MAY WEST in conjunction with the image of the West lookalike conjures up that same meaning (as a variation on Mobil Oil, the court may equate MWI’s word mark with Vachon’s word mark + pictorial representation). MAY might also be a pun on MAE, suggesting that, like Mae West, consumers should do as they please (i.e. eat what they want). 

3. Proximity – While Vachon will argue that chocolates and baked goods are totally different (Kendall-Jackson), MWI should argue they are proximate (dessert is dessert - Gallo). However, it’s unclear where each product will be sold. Vachon is a bakery, but as it thus far marketing only pre-packaged goods in the US and is trying to engage wholesalers, we can assume they will be sold in supermarkets. As MWI is rolling out a licensing program, it seems their product will also be sold in supermarkets. They will therefore use the same channels of commerce. Depending on store layout, they may even be found the same aisles. (While this might lead to initial interest confusion, any costs will be minimal.)

4. The fact that MWI has products in other dessert (chocolate, wine, liquor) and food categories (diet food, beer, coffee) makes them likely to bridge the gap - baked goods are a natural future step.

5. There is no evidence of actual confusion, but that is not dispositive (Gallo) and is insignificant here, where opportunities for confusion don’t yet exist (NutraSweet). 

6. Bad faith seems particularly evident. As the actress was already famous when Vachon began, we assume the defendant knew of the mark. Any doubts are cured by the inclusion of the West lookalike image on the defendant’s packaging, in addition to the fact that the mark is arbitrary (Stork). Thus, bad faith intent may be presumed. In the 2d circuit, bad faith creates a rebuttable conclusion that the intent to confuse is successful (Mobile Oil). In other circuits, it is often the strongest factor (Bumble Bee). 

7. There is no indication of quality, but this factor is generally least important.

8. It is hard to assess the sophistication of the buyers without price details. However, chocolates and baked goods are generally impulse buys, which heightens the LOC (Gallo).  

This analysis demonstrates a likelihood of confusion. Factors 2, 3, 4 and 6 clearly favor MWI. Factors 1, 5 and 8 arguably do. No factor favors Vachon.
Dilution:

If the MAE WEST mark is famous - i.e. widely recognized by US public (it probably is), then MWI should bring a dilution by blurring claim along with the infringement claim. Presumably, Vachon’s use began after “Mae West” became famous (as Vachon began marketing in Canada only the year before she died). MWI will argue that the similarities between marks blur the distinctiveness of the famous mark. This claim will should succeed, as the relevant analysis mimics the Polaroid factors that weigh in MWI’s favor – similarity, strength, and intent. Vachon may argue their use falls under the fair use exception as parody, but it’s hard to see how use of West’s persona with chocolate is poking fun at the values she represents. It seems to be invoking her persona, but not making fun of it.
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